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The Examiner rejected Claims 1, 2 and 5 to 10 unWr. 35 U.S .C. 
S103(a) as being unpatentable in light of the teaching of Wteja^ et 
al. (us 2,632,5*2). The Examiner acknowledged in her Muit^f>^i^^. 
reference that the, teaching provided for a prode^re in which afo-' 
matic aldehydes and aromatic alcohols are reduced in the presence of 
a carbonyl of cobalt. The Examiner also noted that prior art catalyst 
may be formed in situ by adding the finely divided metal; or an 
organic or inorganic salt of the metal to the reaction mixtur^ / : The: 
Examiner argued, however, ttiat applicants' process : diffai^/'fram 'tti: 
procedure of ffentfer et a J . only in that the starting:.^ 
the final products of applicants' process contained '■■^ditiohir^hy'r 
droxyl or methoxy groups* 

Applicants respectfully urge that the claimed process .further 
differs from the procedure of tender et al, in - the -pi^tt^^£%i^-6t'' 
the catalyst. As emphasized in the revised wording of Claim; 1 pre- 
sented herewith, the catalytically active constituent of ^he'cat^t\ 
which is employed in accordance with applicants' invention :, consists- 
essentially of 

(a) at least one metal and/or at least one oxide, hydroxide or salt: 
of a metal selected from the group consisting of cobalt,; : nickel 
and copper; 

(b) from 0 to 50% by weight of one or more metals and/pr\bne ot moire:' 
oxides, hydroxides or salts of a metal selected from ;tlW : groiip, 
consisting, of platinum, rhodium, iron, silver, molybdenum, tung- 
sten, manganese, rhenium, zinc, cadmium, lead, aluminum, zirco- 
nium, tin, phosphorus, silicon, arsenic, antimony, bismuth, r tita-'. 
nium and rare earth metals, and 

(c) from 0 to 5% by weight of an alkali metal oxide or alkaline earth 
metal oxide, alkali metal hydroxide or alkaline ; <*arth .li^feal hy^ 
droxide, or alkali metal salt or alkaline earth metal salt. 

Where cobalt is present in the catalytically active component of the 
specified catalyst the cobalt is therefore present in medial £orm oir 
in form of an oxide, hydroxide or salt. 

In contrast thereto, Hendcr et al , specif ically point: oiit that 
the catalytically ef f ective component of the catalyst is ! the; .metal . 
carbonyl. 2) In fact, Wander et al. stress that the feon^n^atloW of 
carbon monoxide in the reaction zone has to be maintained at a siffi- 

2) Cf. col. 3, indicated lines 42 to .45, and Indicated line* 65 to 7 S/ of W 
• 2,682,562. 
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cient level in order to prevent decomposition of the catalyst. *) a 
carbonyl is, however, not a salt/ so that the active : ec*vtom&'&'tfa 
catalyst which is employed in the procedure of deader at al, W not 
within the realm of component (a) of the. catalyticaily active; com- 
position of applicants' catalyst. Moreover, the teaching -<>f ^4e^ et 
al. contains nothing which would have motivated a person of .ordinary 
skill in the art to contemplate a catalyticaily active \ -tapipd^iti^h- 
which consists essentially of the components (aj to (c) as ; is - re- 
quired in accordance with applicants' invention. B^&entially; ; ' ; faased 
on the explanations and remarks of Mender et al. a person of Ordinary 
skill could not reasonably expect that a composition consi^tiiig .es- 
sentially of applicants' components {a) to (c> could s^^&sf^VXy 
employed as a catalyticaily active component of a eatalys^ in a hy- 
drogenation of aromatic carbinols.*) It is therefore appiicS^M: ppsl^ 
tion that , the teaching of Vender et al * cannot be odttciJLdLeiaMd "sii>"-" 
der the process which is defined in Claim 1 and further specif iek ih 
Claims 2 arid 5 to 10 obvious within the meaning of Section 10£{a) . 

Favorable reconsideration of the Examiner's position, and with- 
drawal of the respective rejection is therefore respectfully O'sotic-^ 

ited. • • 

Further, the Examiner rejected Claims I, 2, 5, $, $ and 1% uh^er J 
35 U.S.C. 103(a) as being unpatentable in light W the t^hihg of 
Nightingale et al. (J. Organic Chemistry, !£, 1QS9-1QM i 1 ?49)) : . U<^ttr/ 
as pointed out by the Examiner, the hydrogenation which is addressed 
in the Nightingale et al . reference is conducted in the presence Of i a 
copper-chromium oxide catalyst. 

Applicants specifically point out as one of the objects of the 
claimed invention that chromium-containing catalysts rare ^yoike^;;*) 
The presence of chromium or compounds thereof in the cataiyticaliy 
of the catalyst which is employed in applicants' process is, there^ 
fore, clearly excluded when applicants require that the active con- 
stituent consist essentially of the components (4) "to (c). 6 > 

3) Cf. col. i; indicated lines 45 to 30, of OS 2,682,5$2> 

4) Tji re Vaeck, ?47.F.2d 488, 493, 20 USP02d i43B, 2.442 {Fed. Cir#: ;199lV- 

5) cf. page 2, indicated Unas 30 to 33, and indicated line 39. et rneq-.', of the- ap--\ 
plication* 

6) The transitional phrase "consisting essentially of* limits the scope of a" clairo to 
the specified materials or steps, -and those that do not naEfeciallfr tie basic, 
and nojEsi characteristic (a)" .of the claimed invention. , in re &&s£$T¥>24'5A$, 
551-52, 190/USfQ 461 , 463 <CCPA 1976) (emphasis in original}/ See alsi} AJC Steel.: 
Corp. ir, SoJJac, 344 F, 3d 1234, 1240-41, 68 0SPtf2d 1280, 1283-84 (red. Cir. 2003); 
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Applicants' process differs from the procedure, x>£ Nightingale 
al. accordingly nc?t only in the particularities of ^;'&^^in<i^^[ 
pounds, and .final products but also in the pax;ti^u laxities 
catalyst which is employed in the hydrbgenat ion reWtiion. : More&t ^ 
the Nightingale et al. reference contains nothing which wbuld na^e 
motivated a person of ordinary skill in the art to omit <m^±m^^' 
the catalyst, ie. to take the steps which are necessary to^rri^-at 
applicants' invent ion, with a reasonable expectation pf : suc^s^^b^ 
teaching of Nightingale et al, is therefore also hot 4eerci t6 be 
suited to render applicants' invention as defined In ^Cla^ i\ 
further specified in Claims 2, 5, S, 9 and 10. 'chylous 
meaning of Section 103(a) . -T-f ;= 

Favorable reconsideration of the Exaiainer ' s ^siii©n> :*'ancl-With-- : 
drawal ; of the respective rejection is therefore respectfully '- sbiic^ 
ited. r '/-> : 

The Examiner indicated that Claims 3 and 4 ; would- £e a^lpwal>ie 
safe fof their dependence upon a rejected base claijn/ ^ 
in light of the foregoing and the attached, 'all. : claims "..^^^:b^i, 
allowable and the application should be in condition i^for ai^a^^;: : 
Early action by the Examiner is respectfully solicited / ^ • 



Please charge any shortage in fees due in connection withi^e 
filing of this paper, including Extension of :.Tiiii^vfSes/ 'tib /^be^bslfcV- 
Account No. 14-1437. Please credit any excess fee* to such deposit 
account, . . ' t -| .;• ; 

Respectfully submitted, 

Novak ; 
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